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DETAILED ACTION 

1. This action is responsive to Amendment filed 03/01/2005, with acknowledgement of 
original filing date of 03/07/2002, which claims benefit of 60/278675 filed 03/20/2001. 

2. Claims 1-12 and 21-23 are pending. Applicants amended claims 1, 5-6, 8-9, 12 and 22. 
Claims 1, 9 and 22 are independent claims. 

3. 35 U S.C. 101 rejections of claims 22-23 because the claimed invention is directed to 
non-statutory subject matter has been withdrawn. 



Claim Rejections - 35 USC §103 
4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences betiveen the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



5. Claims 1-12, and 21-23 are rejected under 35 U.S.C. 103(a) as being unpatentable by 
Reilly et al. US Patent No. 5,740,549 filed 06/12/1995 (hereinafter Reilly), in view of Nazem et 
al. US005983227A - filed 06/12/1997 (hereinafter-^iwi), further in view of Dustin et al. 
US006496857B1 - filed 02/08/2000 (hereinafter Dustin), and further in view of Chui et al. 
US006549674 - Bl filed 10/12/2000 (hereinafter Chui). 



In regard to independent claim 1, a networked host server; a composition 
computer connected to said host server, and an image database, associated with the host 
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server (as taught by Reilly at col. 2, lines 60-67), discloses an information and advertising 
distributing system and method, provides an information server stores and updates a database 
of information items and advertisements. The information items and advertisements are each 
categorized so that each has an associated information category, 

also (Reilly at col. 13, lines 10-65), a further object of the present invention is to 
provide a data viewer (i.e. browser), wherein users can click on any particular "GIF" format 
image (i.e. advertisement) display on the screen by data viewer to link back to the image 
database (i.e. image database) on both server/client to display the full version in the www 
environment, which is use here in the broadest reasonable interpretation as claimed), 

and accessible by the composition computer, (as taught by Reilly at col. 3, line 65 
through col, 4, line 5), 

Reilly, Dustin and Chui do not explicitly teach, article content to be prepared for 
publication in a digital edition hosted on the networked host server, however (Nazem at 
col. 3, line 59 through col. 4, line 18, also see Fig. 1-2), discloses sports server 230, stock 
server 232 and news server 234 in collaborating with page generator, 

also (Nazem at col. 5, lines 50-65, also see Fig. 5), FIG. 5 is an illustration of a user 
front page 218 returned by page server 104. 

at least one layout template, the template defines at least a region on a web page 
for the display of a preview image of a display advertisement, however (Nazem at col. 3, 
line 59 through col. 4, line 40, also see Fig. 1-2 and 5), discloses page ser 104 includes page 
generator 210, which is utilizing for page server 104 quickly build custom pages in response to 
a user request. Where the user template is cached, the page can be generated entirely within 
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page server 104, as illustrating in Fig. 2 page generator 210 can generate custom front page 218 
much more quickly using shared memory 212 as compared with using servers 230, 232, 234 
and page template 202. 

also (Nazem at col. 5, lines 50-65, also see Fig. 5), FIG. 5 is an illustration of a user 
front page 218 returned by page server 104, wherein custom pages for the user can be viewed 
by selecting one of the pages buttons 502 appearing below the header. Other pages and utilities 
can be selected using the buttons 508 which are part of the header. 

It would have been obvious to a person of ordinary skill in the art at the time the invention 
was made to have modified the teaching of Reilly, Dustin and Chui, to include a means of 
preparing an article content to be prepared for publication in a digital edition hosted on the 
networked host server, at least one layout template, the template defines at least a region on a 
web page for the display of a preview image of a display advertisement of Nazem' s teaching. 
One of ordinary skill in the art would have been motivated to perform such a modification, 
because they are from the same field of endeavor of web building, publication and browser 
navigation and presenting mixing advertisements with information dissemination are newspapers 
in a dynamic and easy to read manner, (as taught by Reilly at col. 1, line 35 through col. 2, 
line 60). 

Reilly, Nazem and Chui do not expUcitly teach, software operating on said 
composition computer to produce image files, the image files including images of full-size 
display advertisements and corresponding reduce size preview images, however (Dustin at 
col. 5, lines 4-25, also see Fig. 2-2 through Fig. 3-1), discloses a sample of a thumbnail version 
22 of an enhanced ad, delivered to user 10 from storage area 18. This version currently is 



Application/Control Number: 10/092,674 Page 5 

Art Unit: 2176 

typically 220x80 pixels; FIG. 4-3 illustrates a sample display or screen shot 34 of an enhanced 
ad 24, which user 10 can reach by clicking on. 

browser-readable code representing a web page, wherein the web page comprising 
at least one link to the full-size display advertisement image file that is also stored in the 
database, wherein the link is provided by a corresponding reduced-size preview image, 
however (Dustin at col. 5, lines 4-25, also see Fig. 2-2 through Fig. 3-1), discloses a sample of 
a thumbnail version 22 of an enhanced ad, delivered to user 10 from storage area 18. This 
version currently is typically 220x80 pixels; FIG. 4-3 illustrates a sample display or screen shot 
34 of an enhanced ad 24, which user 10 can reach by clicking on. 

It would have been obvious to a person of ordinary skill in the art at the time the invention 
was made to have modified the teaching of Reilly, Nazem and Chui, to include a means of 
preparing software operating on said composition computer to produce image files, the image 
files including images of full-size display advertisements and corresponding reduce size preview 
images, browser-readable code representing a web page, wherein the web page comprising at 
least one link to the full-size display advertisement image file that is also stored in the database, 
wherein the Unk is provided by a corresponding reduced-size preview image, of Dustin' s 
teaching. One of ordinary skill in the art would have been motivated to perform such a 
modification, because they are from the same field of endeavor of web building, publication and 
browser navigation and presenting mixing advertisements with information dissemination are 
newspapers in a dynamic and easy to read manner, (as taught by Reilly at col.l, line 35 through 
col. 2, line 60). 
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Reilly, Nazem and Dustin do not explicitly teach, anti-aliased preview image, however 
(Chui at col. 16, lines 4-35), discloses in the internet communication net work between 
internet/web server and clients' devises, the image down-sample and anti-aliasing is used to 
reduce the size of the image for displaying in the smaller space and linking to each other using 
image file header, html or html-like). 

Using the broadest reasonable interpretation to the claim limitation, wherein anti-aliased 
preview image would have been an obvious variant of Chui's teaching of the image down- 
sample and anti-aliasing is used to reduce the size of the image for displaying in the smaller 
space and linking to each other using image file header, html or html-like, to a person of ordinary 
skill in the art at the time the invention was made. 

It would have been obvious to a person of ordinary skill in the art at the time the invention 
was made to have modified the teaching of Reilly, Nazem and Dustin, to include a means of 
image linking, down-sampling and anti-aliasing of Chui's teaching. One of ordinary skill in the 
art would have been motivated to perform such a modification, because they are from the same 
field of endeavor of web building, publication and browser navigation and presenting mixing 
advertisements with information dissemination are newspapers in a dynamic and easy to read 
manner, (as taught by Reilly at col. 1, line 35 through col. 2, line 60). 

In regard to independent claim 9, incorporate substantially similar subject matter as 
cited in claim 1 above, and in further view of the following, and is similarly rejected along the 
same rationale. 
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collecting digital copy from a print media source, however (Nazem at col. 3, lines 
obtain the live data from many disparate sources and reformat the data into a form suitable for 
use by the page server). 

It would have been obvious to a person of ordinary skill in the art at the time the invention 
was made to have modified the teaching of Reilly, Dustin and Chui, to include a means of 
collecting digital copy from a print media source, of Nazem' s teaching. One of ordinary skill in 
the art would have been motivated to perform such a modification, because they are from the 
same field of endeavor of web building, publication and browser navigation and presenting 
mixing advertisements with information dissemination are newspapers in a dynamic and easy to 
read manner, (as taught by Reilly at col.l, line 35 through col. 2, line 60). 

Reilly, Nazem and Chui do not explicitly teach, creating, a reduced-size preview 
image of the advertiser digital copy using a digital computer to perform an image size 
reduction operation wherein at least one dimension of the reduce-size the preview 
image is determined in accordance with a predetermined size, however (Dustin at col. 5, 
lines 4-25, also see Fig. 2-2 through Fig. 3-1), discloses a sample of a thumbnail version 22 of 
an enhanced ad, delivered to user 10 from storage area 18. This version currently is typically 
220x180 pixels; FIG. 4-3 illustrates a sample display or screen shot 34 of an enhanced ad 24, 
which user 10 can reach by clicking on to display 600x600 or can be large (i.e. a full size 
display). 

associating text-based content with the preview image in a web page, however 
(Dustin at col. 5, Unes 20-30, also see Fig. 3-2), illustrates in Fig. 3-2 another form of a set of 
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thumbnail versions 22 a grid 28. Preferably, at least some of thumbnail versions in set 28 have 
associated text 22b. 

It would have been obvious to a person of ordinary skill in the art at the time the invention 
was made to have modified the teaching of Reiily, Nazem and Chui, to include a means of p 
creating, a reduced-size preview image of the advertiser digital copy using a digital computer to 
perform an image size reduction operation . . ., wherein at least one dimension of the reduce-size 
the preview image is determined in accordance with a predetermined size, and associating text- 
based content with the preview image in a web page, of Dustin's teaching. One of ordinary skill 
in the art would have been motivated to perform such a modification, because they are from the 
same field of endeavor of web building, publication and browser navigation and presenting 
mixing advertisements with information dissemination are newspapers in a dynamic and easy to 
read manner, (as taught by Reilly at col.l, line 35 through col. 2, line 60). 

In regard to independent claim 22, incorporate substantially similar subject matter as 
cited in claims 1 and 9 above, and is similarly rejected along the same rationale. 

In regard to dependent claims 2, 5 and 8, incorporate substantially similar subject 
matter as cited in claims 1 and 9 above, and further view of the following and are similarly 
rejected along the same rationale. 

Using the broadest reasonable interpretation to the claim limitation, wherein preview 
image automatically produced from the full-size image file and content is archived content 
would have been an obvious variant claim 1 above (i.e. browser-readable code representing a 
web page, wherein the web page comprising at least one link to the full-size display 
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advertisement image file that is also stored in the database, wherein the link is provided by a 
corresponding reduced-size preview image) and are similarly rejected along the same rationale. 

wherein the preview images are spatially associated with content in the web page, 
however (Dustin at col. 5, lines 20-30, also see Fig. 3-2), illustrates in Fig. 3-2 another form of 
a set of thumbnail versions 22 a grid 28. Preferably, at least some of thumbnail versions in set 
28 have associated text 22b. 

It would have been obvious to a person of ordinary skill in the art at the time the invention 
was made to have modified the teaching of Reilly, Nazem and Chui, to include a means of p 
creating, a reduced-size preview image of the advertiser digital copy using a digital computer to 
perform an image size reduction operation . . . , wherein at least one dimension of the reduce-size 
the preview image is determined in accordance with a predetermined size, and associating text- 
based content with the preview image in a web page, of Dustin' s teaching. One of ordinary skill 
in the art would have been motivated to perform such a modification, because they are fi"om the 
same field of endeavor of web building, publication and browser navigation and presenting 
mixing advertisements with information dissemination are newspapers in a dynamic and easy to 
read manner, (as taught by Reilly at col. 1, line 35 through col. 2, line 60). 

In regard to dependent claims 3-4 and 10, incorporate substantially similar subject 
matter as cited in claims 1 and 9 above, and further view of the following, and are similarly 
rejected along the same rationale; 

Using the broadest reasonable interpretation to the claim limitation, wherein digitizing 
the advertiser hard copy from a print media would have been an obvious variant similar subject 
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matter (e.g. collecting digital copy from a print media source) as cited in claim 9 above, to a 
person of ordinary skill in the art at the time the invention was made. 

In regard to dependent claim 6, incorporate substantially similar subject matter as 
cited in claims 1 and 9 above, and further view of the following and is similarly rejected along 
the same rationale, 

the preview images are periodically moved relative to one another on the web 
page, (as taught by Reilly at col. 5, Unes 5-33, the present invention provide a display scripts" 
control in a time-based, which is use here in the broadest reasonable interpretation as claimed). 

In regard to dependent claim 7, wherein the location of the preview images is 
determined as a function of the category of the web page, (as taught by Reilly at col. 4, line 
65 through col. 5, line 5) discloses advertisements 138 are also stored in the information 
database 134 and each advertisement is assigned to at least one of the predefined information 
categories. Each advertisement is displayed on subscribers' workstations simultaneously with 
news items assigned to the same category as the advertisement, which is use here in the 
broadest reasonable interpretation as claimed). 

In regard to dependent claim 11, incorporate substantially similar subject matter as cited 
in claims 1 and 9 above, and further view of the following, and is similarly rejected along the 
same rationale, 

digital image in a graphics interchange file format (.giO, (as taught by Reilly at col. 13, 
lines 15-20 (i.e. representing a "GIF" format image advertisement). 

In regard to dependent claim 12, creating a reduced-size preview image includes 
retaining the aspect ratios of the digital copy so as to facilitate the placement of 
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dissimilarly sized advertisements in locations having a common dimensional limitation, 

however (Dustin at col. 5, lines 4-25, also see Fig. 2-2 through Fig. 3-1), discloses a sample of 
a thumbnail version 22 of an enhanced ad, delivered to user 10 from storage area 18. This 
version currently is typically 220x80 pixels; FIG. 4-3 illustrates a sample display or screen shot 
34 of an enhanced ad 24, which user 10 can reach by chcking on. 

It would have been obvious to a person of ordinary skill in the art at the time the invention 
was made to have modified the teaching of Reilly, Nazem and Chui, to include a means of 
creating a reduced-size preview image includes retaining the aspect ratios of the digital copy so 
as to facilitate the placement of dissimilarly sized advertisements in locations having a common 
dimensional limitation, of Dustin' s teaching. One of ordinary skill in the art would have been 
motivated to perform such a modification, because they are from the same field of endeavor of 
web building, publication and browser navigation and presenting mixing advertisements with 
information dissemination are newspapers in a dynamic and easy to read manner, (as taught by 
Reilly at col.l, line 35 through col. 2, line 60). 

In regard to dependent claim 21, incorporate substantially similar subject matter as cited 
in claims 1 and 9 above, and is similarly rejected along the same rationale. 

In regard to independent claim 23, incorporate substantially similar subject matter as 
cited in claims 1, 9 and 12 above, and is similarly rejected along the same rationale. 

Response to Arguments 

6. Under 37 CFR 1.131 filed 03/01/2006, Applicant is attempting to estabhsh prior 
invention by showing conception prior to 08/03/2000 (the effective date of the Chui reference). 
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7. The declaration is insufficient to overcome the rejection of claims 1-12 and 21-23 over 
Chui et al (US006549674B1) under 35 USC 103(a) in view of various other references as set 
forth in the last Non-Final Office Action mailed 1 1/01/2005 because it does not establish 
conception. 

A. Conception 



MPEP 715.07 Facts and Documentary Evidence 



Evidence in the form of exhibits may accompany the affidavit or declaration. Each exhibit relied 
upon should be specifically referred to in the affidavit or declaration, in terms of what it is relied 
upon to show. 

The affidavit or declaration and exhibits must clearly explain which facts or data applicant is 
relying on to show completion of his or her invention prior to the particular date. Vague and 
general statements in broad terms about what the exhibits describe along with a general 
assertion that the exhibits describe a reduction to practice ^'amounts essentially to mere 
pleading, unsupported by proof or a showing of facts" and, thus, does not satisfy the 
requirements of 37 CFR U31(b). In re Borkowski, 505 F.2d 713, 184 USPQ 29 (CCPA 1974). 
Applicant must give a clear explanation of the exhibits pointing out exactly what facts are 
established and relied on by applicant 505 F. 2d at 718-19, 184 
USPQ at 33. See also In re Harry, 333 F.2d920, 142 USPQ 164 (CCPA 1964) 
(Affidavit ^'asserts that facts exist but does not tell what they are or when they 
occurred. "). 



Conception is the mental port of the inventive act, but it must be capable of proof as by drawings, 
complete disclosure to another person, etc. In Mergenthalerv. Scudder, 1897 CD. 724, 81 O.G. 
1417 (D.C Cir. 1897), it was established that conception is more than a mere vague idea of how 
to solve a problem; the means themselves and their interaction must be comprehended also. 



Applicant states "Provisional Patent Application 60/278,675.... the inventor 
conceived the design of the system and method for incorporation print ready advertisement in 
digital newspaper editions prior to 08/03/2000.These amount to mere pleading because there 
is no explanation of any kind of how the exhibits support conception of the CLAIMED 
invention. 
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Therefore, Applicant has not met the burden of proving conception prior to the effective 
date of the reference. 

The Applicant fails to provide Exhibits that shows the conception of the claimed 
invention. The Examiner is unable to discern that the point of conception v\^as prior to the 
effective date of the reference, and thus Conception is not estabUshed. 

8. Applicant's arguments filed on 03/01/2006 have been considered but are moot in view of 
the new ground(s) of rejection. Applicant's amendment necessitated the new ground(s) of 
rejection presented in this Office action. 

To address these amendments, the Examiner introduces the Nazem et al. US005983227A 
- filed 06/12/1997, further in view of Dustin et al. US006496857B1 - filed 02/08/2000 in 
combination of Reilly and Chui references (see rejection above for detail). 

9. Regarding to AppUcant's arguments directed toward the un-amended claims (i.e. 
Claims 2-4, 7, 10-12, 12, 21 and 23). It is noted, that Reilly, in view of Chui, fairly teach and/or 
suggest the claims' limitations. 

Conclusion 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Quoc A. Iran whose telephone number is (571) 272-4103. The examiner 
can normally be reached on Monday through Friday from 9 AM to 5 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hemdon R. Heather can be reached on (571) -272-4136. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an appUcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for pubUshed applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Quoc A, Iran 
Patent Examiner 
Technology Center 2176 



May 12, 2006 




WILLIAM BA8H0RE 
PRIMARY EXAMINER 



